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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

2. Claims 1-9, 12, 14-15, 17-23, 25-27, and 29-36 are rejected under 35 
U.S.C. 102(b) as being anticipated by Hooban (5,930,768). 

3. Referring to claims 1, 6, 7, and 26, Hooban discloses a method for automated 
on-demand product manufacturing and fulfillment (abstract), comprising: receiving an 
order for a product without human intervention (col. 7, II. 3-15, their particular order is 
URL-encoded and passed to the server): requesting payment for the order without 
human intervention (col. 7, II. 3-15, prompt the user for credit card information); 
manufacturing the product without human intervention (col. 8, II. 9-23, production device 
driver)] placing the product into a shipping container without human intervention (col. 3, 
II: 35-43, utilizing automated packaging and shipping systems)] and adding a delivery 
address to the shipping container without human intervention (col. 4, II. 52-67, col. 5, II. 
1-3, the CD'R media is packaged, postmarked, and shipped to the user, preferably by 
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an automated packaging and shipping system that is physically located at express 
shipping facilities). 

4. Referring to claim 2, Hooban discloses wherein the order is received via the 
Internet (abstract). 

5. Referring to claims 3, 19, and 32, Hooban discloses adding indicia to the 
product without human intervention (col. 4, II. 52-67, col. 5, II. 1-3, Afterburning, the CD- 
R media is packaged, postmarked, and shipped to the user, preferably by an automated 
packaging and shipping system that is physically located at express shipping facilities). 

6. Referring to claims 4, 20, and 33, Hooban discloses packaging the product in a 
presentation package without human intervention (col. 3, II. 35-43, The CD is removed 
from the CD-R machine, packaged with user selected artwork and liner notes, and 
shipped to the user), 

7t Refemng to claims 5, 21, and 34, Hooban discloses adding at least one of 
postage and delivery payment infomiation to the shipping container (col. 4, II. 52-67, col. 
5, II. 1-3, Afterburning, the CD-R media is packaged, postmarked, and shipped to the 
user, preferably by an automated packaging and shipping system that is physically 
located at express shipping facilities). 



Application: 10/826,557 
Art Unit: 4176 



Paper No. 20080513 
Page 4 



8. Referring to claims 8 and 27. Hooban discloses wherein the order is received 
from a geographically distant computing device based on human input to the computing 
device (col. 2, II. 47-59, system also includes an Internet (TCP/IP) server that interacts 
with the user via the user's client interface). 

9. Refemng to claim 9, Hooban discloses wherein the geographically distant 
computing device is a personal computer located in at least one of a human's home and 
workplace (col. 5, II. 20-27, allows potential customers to communicate with the system 
regardless of their type of computer and operating system). 

10. Referring to claim 12, Hooban discloses hosting a website listing at least some 
of the content available for ordering (col. 4, II. 17-32, Ideally, the client has a robust 
graphical browser installed allowing for Hypertext Markup Language (HTML) fonvs input 
to a Hypertext Transport Protocol (HTTP) based server for the World Wide Web 
(WWW) and the capability to run applets on a Java virtual machine). 

1 1 . Refemng to claim 14, Hooban discloses wherein the order is received from a 
local computing device based on human input to the computing device (coL 5, II. 20-27, 
allows potential customers to communicate with the system regardless of their type of 
computer and operating system) . 
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12. Referring to claims 15 and 29, Hooban discloses wherein the order includes an 
identification of the content, delivery Information, and payment information (col. 3. II. 3-9, 
After making all desired selections, the user is asked to enter a credit card number or 
some other type of billing information preferably encrypted for security purposes. Once 
the user has verified that he/she wants a particular compilation of songs in a desired 
particular order, the information is passed to a sen/er for fulfillment in which a 
customized product is produced). 

13. Referring to claims 17 and 30, Hooban discloses wherein the media is selected 
from a group consisting of compact disc (CD), digital video disc (DVD), and videotape 
(col. 8, II. 44-63, infomiation is then transfenred to the CD-R for physically burning the 
image to the CD-R media via the CD-R machine (for example a Hewlett Packard) (Step 
11900). The information can also be sent to other types of digital media). 

14. Referring to claims 18 and 31, Hooban discloses wherein the content on the 
media is selected from a group consisting of audio, video, text, software, tables, photos, 
and combinations thereof (col. 1 , II. 13-29, products consist of machine readable media 
containing collections of data from a variety of worldwide source databases). 
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15. Referring to claim 22. Hooban discloses calculating shipping cost for shipping 
the shipping container with the media therein (col. 2, II. 38-46. based on shipping costs, 
col. 7, II. 16-38, All the appropriate calculations are made, including royalties on 
copyrighted material, media, taxes and shipping). 

16. Referring to claims 23 and 35. Hooban discloses performing the method 
simultaneously for at least two different pieces of media (col. 5. II. 53-60, The server 
should be robust enough to handle multiple simultaneous requests in a secure manner), 

17. Referring to claims 25 and 36, Hooban discloses calculating a royalty for the 
content and submitting the royalty to at least one of an author of the content and a 
representative of the author (col. 2, II. 38-46, based on shipping costs, col. 7. II. 16-38. 
All the appropriate calculations are made, including royalties on copyrighted material, 
media, taxes and shipping). 

Claim Rejections '35 use §103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 
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19. Claims 10, 11, 13, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hooban (5.930,768) in view of Pugliese. Ill et al. (2001/0044751). 

20. Referring to claims 10, 11, 13, and 28, Hooban discloses a method for . 
automated on-demand manufacturing and fulfillment of media, including an order 
received from the Internet (Hooban: col. 5, II. 20-27, The WWW infrastructure provides 
for a universal and standard communication medium. This allows potential customers to 
communicate with the system regardless of their type of computer and operating 
system), as applied above in the rejection of claims 7, 8, and 26 under 35 U.S.C. 
102(b), but Hooban does not explicitly disclose that the method includes receiving an 
order from a retail location, kiosk, or handheld device. 

However, Pugliese, III et al. disclose a similar method, which method of Pugliese, 
III et al. indeed include receiving an order from a retail location, kiosk, or handheld 
device (Pugliese: abstract, The shopper accesses the ShopLive system through various 
portals. They can be a PC, Web TV, mall kiosk, store kiosk, mobile terminal, screen 
telephone or any other communication device capable of connecting to a 
communications network). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have modified the system of Hooban so as to have included an 
receiving an order from a retail location, kiosk, or handheld device, in accordance with 
the teaching of Pugliese, III et al., in order to provide the customer with a wide variety of 
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ordering locations, since so doing could be performed readily and easily by any person 
of ordinary skiH in the art, with neither undue experimentation, nor risk of unexpected 
results. 

21. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hooban 
(5,930,768) in view of Bernard et al. (5,918,213). 

22. Refening to claim 16, Hooban discloses a method for automated on-demand 
manufacturing and fulfillment of media, as applied above in the rejection of claim 7 
under 35 U.S.C. 102(b), but Hooban does not explicitly disclose that the user could 
create an account. 

However, Bernard et al. disclose a similar method, which method of Bernard et 
al. indeed include obtaining delivery information and payment information from a user 
account (col. 3, II. 63-67, col. 4. II. 1-7, To facilitate automated order processing, a 
customer can become a "member" of the system and have a membership profile on file 
containing important customer information. This membership information can include 
data such as the customer's name and shipping address, customer preferences, and 
customer payment information such as credit card, debit card or other payment 
information). 



Paper No. 20080513 
Page 8 



Application: 10/826,557 
Art Unit: 4176 



Paper No. 20080513 
Page 9 



Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have modified the system of Hooban so as to have included 
obtaining delivery information and payment Information from a user account, in 
accordance with the teaching of Bernard et al., in order to provide the customer with a 
faster checkout time and greater convenience, since so doing could be performed 
readily and easily by any person of ordinary skill in the art, with neither undue 
experimentation, nor risk of unexpected results. 

23. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hooban 
(5,930,768) in view of official notice. 

24. Referring to claim 24, Hooban discloses a method for automated on-demand 
manufacturing and fulfillment of media, as applied above in the rejection of claim 7 and 
23 under 35 U.S.C. 102(b), but Hooban does not explicitly disclose wherein the two 
different pieces of media are associated with the same order and are to be sent in the 
same shipping container, wherein a size of the shipping container is selected based on 
a collective size of the media. 

However, official notice is taken that two different pieces of media associated 
with the same order are regularly packaged together in the same shipping container 
with said container varying in size based upon the contents. 
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Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have modified the system of Hooban so as to have included the 
ability to include two different pieces of media associated with the same order and sent 
in the same shipping container, wherein a size of the shipping container is selected 
based on a collective size of the media, in accordance with the teaching of the official 
notice, in order to provide the customer with a single shipment for their order, since so 
doing could be performed readily and easily by any person of ordinary skill in the art, 
with neither undue experimentation, nor risk of unexpected results. 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Buckley et al. disclose a computer controlled system for vending 
personalized products. U.S. Patent No. 5,546,316 (issued Aug 13, 1996). 

b. Dockes et al. disclose a system and method for production of customized 
compact discs on demand. U.S. Patent No. 5,959,944 (issued Sep. 28, 1999). 
See also, U.S. Patent No. 6,011,758 (issued Jan 4, 2000). 

c. Alloul et al. disclose a method and system for presenting real-time 
multimedia product information, such as catalog information, to customers, who 
can then place orders. U.S. Patent No. 6.032,130 (issued Feb. 29. 2000). 
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d. Lasnier et al. disclose an Internet shopping system and method. U.S. 
Publication No. 2002/0077927 (published Jun. 20. 2002). 

e. Kritt et al. disclose a method and system for product fulfillment in an 
automated manufacturing system. U.S. Publication No. 2002/0188514 
(published Dec. 12, 2002). 

f. Cook discloses a system for selling, manufacturing and distributing a 
custom digital data product from retail stores, over the Intemet. over the 
telephone, or by electronic means. U.S. Patent No. 6,496,744 (issued Dec. 17, 
2002). 

g. Marshall, the present applicant, discloses a similar system and method, 
which has been considered for possible double patenting. U.S. Publication No. 
2005/0234783 (published Oct. 20, 2005). 

26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Aaron Mclntyre whose telephone number is (571) 
270-5401 . The examiner can normally be reached on Monday to Thursday 9-6 ET. 

27. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jen7 O'Connor can be reached on (571) 272-6787. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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28. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/C. A. M./ 

Examiner, Art Unit 4176 
May 13, 2008 

/Gerald J. O'Connor/ 
Supervisory Patent Examiner 
Group Art Unit 4176 
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